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Accordingly, applicants have added new Claims 18 to 27 to further 
bring out gome of the subsidiary embodiments of the method defined in 
Claim 1 which are addressed on page 3, indicated line 6 to page 4, 
indicated line 20, of the application. New Claims 28 to 37 and new 
Claims 38 to 47, depend upon Claims 15 and 16, respectively, and 
otherwise correspond to claims 18 to 27. No new matter has been 
added . 

The Examiner rejected Claims 1, 10, 13, 14, 16 and 17 under 35 
U,S-C. §102 (e) as being anticipated by the teaching of Treacy et al. 
(US 6,342,518), and Claims 1, 10 and 13 to 17 under 35 U.S.C. Sl03(a) 
as being unpatentable in light of the teachings of Tnacy et al. 
(ibid.) and Takagl et al. (us 5,543,573). 

It is respectfully urged that, anticipation under Section 102 can 
be found only if a reference shows exactly what is claimed •2) The fact 
that claimed subject matter may be encompassed by a generic disclo* 
sure does not by itself establish obviousness of the claimed subject 
matter, 3) and anticipation is the ultimate or epitome of obvious- 
ness •*> Anticipation under Section 102 requires therefore more than a 
generic disclosure which encompasses claimed subject matter. The test 
for anticipation is one of identity which means that the identical 
invention must be shown in the reference in as complete detail as is 
contained in the claim. 5) in fact, the Federal Circuit has stated that 
it is error to treat claims as a catalog of separate parts, in disre- 
gard of the part-to-part relationships set forth in the claims that 
give those claims their meaning. 6) 

In light of the explanations and guidelines developed by the 
Courts, the teaching of Treaoy et ai. clearly falls short from estab- 
lishing that the methods defined in applicants' claims are antici- 
pated. 



2) C£. Titanium Ketals Corp- v. B&nPOt, 778 F.2d 775, 2J7 USPQ 773 (Fed. Cir. 1985); 
In re Marshall 577 P-2d 301, 198 USPQ 344 (CCPA i978); In re Kala 378 F.2d 959, 154 
USPQ 10 (CCPA 1967). 

3) C£. XJi re Baircf, 16 F.3d 380, 29 USPQ2d 1550 (Fed. Cir. 1994); see *lso Coming 
GlasB Works v. Suiaitomo Electric U.S.A., 868 F-2d 1251, 9 uspg2d 1962 (Fed. Cir.- 
1989), which holds that a genus does not inherently disclose all epecies; and In re 
Jones, 958 F.3d 347, 21 USP02d 1614- (Fed, Cir. 1992), which holds that a genua does 
not render all species that happen to fall within the genus obvious. 

4) Cf, In re Grose, 592 r.2d 1161, 201 USPQ 57 (CCPA 1979). 

5) C£. Richardaon v. SuzuJU Motor Co., 868 F.2d 1226, 9 USP02d 1913 (Fed. Cir. 19$9). 

6) C£. iindaoajin Maschin&ntahrik v. American Boiat A Derrick Co.,. 730 P. 2d 1452, 221 
USPQ 481 (Fed, Cir. 1984). 
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7) Cf. col. I, indicated lines 61 to SI, of US 6,342,518. 

8) Cf . col- 7, indicated lines 26 to 31, of US 6,342,518. 

9) C£. col. 7, iAdicflted lines 32 to 35, of US e, 342, $18, ©mphasia added. 

10) C£. applicants' Claims 1/ 10, 13 and 14- Cf. also applicants' new Claixna 18 to 27 
vhich depend upon Claim !• 

11) C£, applicants' Clalios 16 and 17. Cf. also applicants' new claims 38 to 47 which 
depand upon claim 16. 
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The teaching of Treacy et al. addresses an insecticidai composi- 
tion^) which comprises synergist icalXy effective amounts of 

(a) a neuronal sodium channel antagonist which inter alia encompasses 
. compounds as represented by applicants' formula (I-l), and 

(b) an arylpyrrole, ^ 
and Treacy et al * provide that the composition is effective against a »^ 
wide variety of lepidopteran and coleopteran insects such as cotton ^ 
bollworm, tobacco budworm^ potato beetle and corn rootworm and the 

like-«) Additionally, Treacy ©t al. merely mention that9> 

. . . the cQmpQBitioji • • • mav be useful in the prevention and con- 
trol of public health pests such as houseflies, mosquitos, cock- 
roaches, ants, termites or the like. . fTB 
Accordingly, Tteacy et al. merely contemplate the possibility that q 
the synergistic binary composition itself ''may be" useful to control Q 
cockroaches, ants, termites or the like. The respective remarks are ^ 
clearly unsuited to exactly show 

(a) a method for controlling a pest selected from the Jaoptera. ifvTne- 
no ptera . Qrt Aoptera and PsocoDter s orders which comprises apply- 
ing to said pest or to a wooden part or to soil in the habitat of 
said pest on effective amount of a certain hydrazine compound as 
is represented by applicants' formula (I-l) which specifically 
requires for Y being 1 to 5 of the same or different substituents 
selected from the group consisting of nitro and cyano;^^) or 

(b) a method for controlling a pest from the Formicldae family in 
• crops, which comprises applying an effective amount of a certain 

hydrazine compound as is represented by applicants', formula (I-l) 
which specifically requires for Y being 1 to 5 of the seune or 
different substituents selected from the group consisting of ni- 
tro and cyano, to said pest, to said crops, to soil surrounding 
said crops or to a nest of said pest.^^) 
As such, the teaching of . Treacy ©t al. cannot reasonably be regarded 
as showing the identical invention in as complete detail as is con- 
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12) C£. also applicants' remarks on pages 5 and 6 of the paper dated E^eoember 13, 2004, 
and applicants' remarks on pages 6 and 7 of the paper dated September 27, 2005, 

13) Cf . in particular the data addressed on pages 6 to 9, of Dr. Oloumi-sadeghi'a 
declaration. 
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tained in applicants' claims. It is therefore respectfully urged that 
the rejection of Claims Ir 10, 13, 14, 16 and 17 under 35 U.S.C. 
§102(e) based on the teaching of Tteacy et al. be withdrawn. i^) 

It is further respectfully urged that the rejection of Claims 1/ J 
10 and 13 to 17 under Section 103(a) based on the teachings of Treacy 
et ai- be withdrawn. Effective November 29, 1999, subject matter 
which was prior art under former 35 U.S.C. 103 via 35 U.S.C* 102(e) 
was disqualified as prior art against the olaiined invention if that 
subject matter and the claimed invention "were, at the time the In^ 
vention was made^ owned by the same person or subject to an obliga- ^ 
tion of assignment to the same person Accordingly OC 

Applicants, bv a^dGrsi<^ned attor ney, hereby State that. — at tftg TT 
feime the inventi on disalosed and nTsimsd in application Serial q 
No. 10/019.481 was made, the inv ention was subject to an obliqa- Q 
tion of assignment to. and US 6 ^-^42.518 was owned bv. the same -J 
party . 

Favorable action is solicited. 

Moreover, applicants' herewith present a Declaration of Dr. 
Oloumi-Sadeghi which inter alia addresses the teaching of Takagi et 
al. and sets forth data showing the unexpected improved eff activity 
of a representative of applicants' compounds (I-l) in the methods 
defined in applicants' claims. It should be noted on the one hand 
that Dr. Oloumi-Sadeghi specifically selected compound A007 of Takagi 
et ai. since the respective compound, on the one hand, only differed 
from the compounds represented by applicants' formula (I-l) in the 
nature of the moiety Y. On the other hand, compound AO 07 of Takagi et 
al- is among the compounds which are taught by the reference to cause 
100% mortality in each. of the described investigations. However, when 
the compound of Takagi et al. was applied against pests such as ref- 
erenced in applicants' claims, no or only insufficient control was 
achieved whereas the representative of applicants' formula (I-l) 
achieved 85 to 100% mortality at similar application rates -13) 

The results reported in Dr. Oloumi-Sadeghi 's Declaration corrobo- 
rate that compounds which meet the particular structural requirements 
of applicants' formula (1-1) are exceptionally better suited to con- 



PAGE 5/22 ' RCVD AT 4(1 112006 3:16:14 PM [Eastern Daylight Tim^^ 



Fax sent : 2e2G598ie5 



NDDQ LLP 



84-11-86 14:16 Pg: 



Serial No. 10/019^481 TAKAGI et al. AM100246--00 

trol the pests enumerated in applicants' claims than confounds which 
are illustrative of Takagl et al.'s teaching. 

The Exai^Ainer argued that it would be obvious to vary the form of 
each ingredient to optimize the desired effect/ depending upon the 
particular pest of interest, reduction of toxicity, cost, minimiza- 
tion, enhanced, and prolonged, or synergistic effects, with consider- 
ation of pesticide ingredient compatibility, ^ particular parameter 
must first be recognised as a result-effective variable, ie., a vari- 
able which achieves a recognized result, before the determination of 
the optimum or workable ranges of said variable might be character- 
ized as routine experimentation and the variation of the respective 
variable in the manner necessary to arrive at the claimed invention 
can be regarded as being prima facie obvious The teaching of Ta- 
J^agi et al. does not contain any information which would allow a 
determination which of . the various radicals in the compounds repre- 
sented by Takagi et al.'^s formula (I) is result effective, and/or 
which of the radicals would need to be modified in order to arrive at 
a compound or compounds which are particularly suited to control cer- 
tain pests. A person of ordinary skill who contemplated the teaching 
of T&kag± et al. therefore had to vary all of the variable moieties 
and all pests. As such, the teaching of Takagi et al^, at best, 
issued an invitation to experiment rather than guiding to the partic- 
ularities which characterize applicants' methods. "Oi?vious to try" 
is, however, not a proper basis for finding that a claimed invention 
is unpatentable under Section 103 (a). in light of the foregoing and 
the attached it is therefore respectfully urged that applicants' 
methods were nor rendered prima facie obvious within the meaning of 
Section 103(a) at the time applicants made their invention. Favor- 
able reconsideration of the Examiner's position and withdrawal of the 
respective rejection is respectfully solicited. 



14) Cf. page 3, line 17, to page 4, line 2, ot the office act:ion. 

15) Cf. In re Antoflle, 559 F.2a 6X8, 195 USPQ 6 (CCPA 1977); Herck S Co. Inc^ v, 
Blocraft LAhor&torieB Inc., 874 F.2d 804, 10 USPQ2d 1843 (Fed. Cir,), cert, denied, 
493 U.S. 975 <1989)? In r© KulXing, 897 P. 2d 1147, 14 USWd 1056 (Fed. Cir* 1990); 
and in re Gaisler, 116 F-3d 1465, 43 USPQ2d 1362 (Fed. Cir. 1997). 

16) Cf. Marck a Co. Xao. v. Blocraft Laboratories Inc., 874 P. 2d 804, 10 USPQ2d 1843 
<Ped. Cir- 1989) wtiere th© Court held that an invention was merely 'obvious to try" 
if the prior art gives either no indication o£ which parameters are critical or no 
direction as to which of the many possible choices is likely to be successful, see 
also the oases cited in In re O'FArrell, 853 P. 2d 894, 7 usPQZd 1673 (Fed. cir. 
1988) for examples of decisions where the court discussed an improper ^obvious to 
try" approach* 
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Request for Extensiok of Time s 

It is respectfully requested that a two month extension of tinie 
be granted in this case* The respective $450.00 fee is paid by credit 
card (Form PTO-2038 enclosed). 

Please charge any shortage in fees due in connection with the 
filing of this paper, including Extension of Time fees^ to Deposit 
Account No- 14.1437. Please credit any e^ccess fees to such deposit 
account. 

Respectfully submitted, 

Novak Druce DeLuca & Quigg 

Jason D. Voight 
Reg. No* 42,205 

1300 Eye Street, N*W. 
Suite 400 East Tower 
Washington, D.C. 20005 
(202) 659-0100 

EncX.s QiATA Amendments (Appendix I) 

Dr. Olourai-sadeghi's Declaration dated March 08, 2006 
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